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DETAILED ACTION 

1. This office action is responsive to the amendment filed on August 27, 2009. As 
directed by the amendment: claims 1-2, 4-6 have been amended and claims 9-11 have 
been added. Thus, claims 1-2, 4-6, and 9-11 are presently pending in this application. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in Germany Patent Application No. 
103 57 891 .9, filed on December 1 1 , 2003. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 5 is rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

In claim 5, the new limitation "said first receiving space being in communication 
with said second receiving space to define a metal sheet receiving space", there is no 
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communication between the first receiving space and the second receiving space are 
defined in specification or how they are being communicated with each other. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 -1 1 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding independent claim 1 , the phrase "preferably" at line 1 renders the 
claim indefinite because it is unclear whether the limitations following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). "billets" is an article which is 
formed into a sheet. There are insufficient antecedent basis for "the contact line" and 
"the weld seam" limitations in the claim at line 4. The phrase "said weld seam along 
said contact line" at line 6 is not clear because earlier limitation was the contact line or 
the weld seam. The limitations "tension rollers" at line 7 and "tension rollers" at line 9 in 
the claim, there are insufficient antecedent basis for this limitations. It is unclear and 
indefinite to the relationship between these "tension rollers" and "tension rollers" at lines 
4-5 and to whether they are the same or different. Further clarification is required to 
either further differentiate (tension rollers) or provide proper antecedent basis. The 
phrase "and/or" at line 8 renders the claim indefinite per se. The limitation "one of said 
tension rollers" at line 1 1 in the claim, there is insufficient antecedent basis for this 
limitation in the claim. It is unclear and indefinite to the relationship between "one of 



Application/Control Number: 10/596,391 Page 4 

Art Unit: 3742 

said tension rollers" and "tension rollers" at line 9 and to whether they are the same or 
different. Further clarification is required to either further differentiate (one of said 
tension rollers) or provide proper antecedent basis. The phrase "a thickness jump" at 
line 12 is not a clear description. 

Claim 2 recites the limitation "at least one of said tension rollers" at lines 1-2 in 
the claim. There is insufficient antecedent basis for this limitation in the claim. It is 
unclear and indefinite to the relationship between "at least one of said tension rollers" 
and "tension rollers" at lines 4-5 and to whether they are the same or different. Further 
clarification is required to either further differentiate (at least one of said tension rollers) 
or provide proper antecedent basis. The phrase "and/or" at line 3 renders the claim 
indefinite per se. 

In claim 3, there is insufficient antecedent basis for "the height of another" in the 
claim at line 2. Furthermore, the phrase "the height of one of said tension rollers" at 
lines 1 -2 and "the height of another" render the claim indefinite because It is unclear and 
indefinite to the relationship between "the top tension rollers" and/or "the bottom tension 
rollers" and to whether they are the same or different. Further clarification is required to 
either further differentiate (the height of one of said tension rollers or the height of 
another) or provide proper antecedent basis. 

In claim 4, the phrase "preferably" at line 1 renders the claim indefinite because it 
is unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP § 2173.05(d). "billets" is an article which is formed into a sheet. There are 
insufficient antecedent basis for "said metal sheets" limitation at line 1 and "said weld 
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seam" limitation at lines 5-6 in the claim. The limitation "tension rollers" at line 8 in the 
claim, there is insufficient antecedent basis for these limitations. It is unclear and 
indefinite to the relationship between these "tension rollers" and "tension rollers 
arranged ... above and below" at lines 5-6 and to whether they are the same or 
different. Further clarification is required to either further differentiate (tension rollers) or 
provide proper antecedent basis. The phrase "and/or" at line 9 renders the claim 
indefinite per se. The limitation "at least one of said tension rollers" at line 1 0 in the 
claim, there is insufficient antecedent basis for this limitations. It is unclear and 
indefinite to the relationship between these "at least one of said tension rollers" and 
"tension rollers arranged ... above and below" at lines 5-6 and to whether they are the 
same or different. Further clarification is required to either further differentiate (at least 
one of said tension rollers) or provide proper antecedent basis. The limitation "a height" 
at line 1 2 renders the claim indefinite. It is unclear for whether this height is the same 
as the one recited at line 9 or at line 11. If it is so, then "a" should be replaced with "the" 
or "said". If it is not, then essential structural cooperative relationships between the two 
are suggested. The phrase "a thickness jump" at line 12 is not a clear description. 

In claim 5, the phrase "and/or" at line 6 renders the claim indefinite per se. The 
limitation "one of said lower tension rollers" at lines 7-8, lines 9-10, lines 15-16, and line 
21 in the claim, there is insufficient antecedent basis for this limitation in the claim. It is 
unclear and indefinite to the relationship between "one of said lower tension rollers" and 
"lower tension rollers" at line 7 and to whether they are the same, different or which one. 
Further clarification is required to either further differentiate (one of said lower tension 
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rollers) or provide proper antecedent basis. There is insufficient antecedent basis for 
"the weld seam" limitation at line 8 in the claim. The limitation "one of said upper tension 
rollers" at lines 9-10 in the claim, there is insufficient antecedent basis for this limitation 
in the claim. It is unclear and indefinite to the relationship between "one of said upper 
tension rollers" and "upper tension rollers" at line 5 and to whether they are the same, 
different or which one. Further clarification is required to either further differentiate (one 
of said upper tension rollers) or provide proper antecedent basis. The limitation "a 
metal sheet" at line 12 in the claim, there is insufficient antecedent basis for this 
limitation in the claim. It is unclear and indefinite to the relationship between "a metal 
sheet" and "metal sheets" at line 1 or "a first metal sheet and a second metal sheet" at 
line 3 and to whether they are the same, different or which one. Further clarification is 
required to either further differentiate (a metal sheet) or provide proper antecedent 
basis. Furthermore, the limitation "a thickness of one of said first metal sheet" at lines 
17-18 in the claim, there is insufficient antecedent basis for this limitation in the claim. It 
is unclear and indefinite to the relationship between "a thickness of one of said first 
metal sheet " and "a first metal sheet" at line 3 and to whether they are the same or 
different. Further clarification is required to either further differentiate (a first metal 
sheet) or provide proper antecedent basis. 

In claim 6, the limitation "a height" at line 4 renders the claim indefinite. It is 
unclear for whether this height is the same as the one recited in claim 5 at line 1 5. If it 
is so, then "a" should be replaced with "the" or "said". If it is not, then essential 
structural cooperative relationships between the two are suggested. Furthermore, the 
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limitation "one of said lower tension rollers" at lines 4-7 in the claim, there is insufficient 
antecedent basis for this limitation in the claim. It is unclear and indefinite to the 
relationship between "one of said lower tension rollers" and "lower tension rollers" at line 
7 in claim 5 and to whether they are the same, different or which one. Further 
clarification is required to either further differentiate (one of said lower tension rollers) or 
provide proper antecedent basis. 

In claim 7, the limitation "one of said lower tension rollers" at line 2 and lines 4-5 
in the claim, there is insufficient antecedent basis for this limitation in the claim. It is 
unclear and indefinite to the relationship between "one of said lower tension rollers" and 
"lower tension rollers" at line 7 in claim 5 and to whether they are the same, different or 
which one. Further clarification is required to either further differentiate (one of said 
lower tension rollers) or provide proper antecedent basis. The phrase "and/or" at line 3 
renders the claim indefinite per se. The phrase "corresponding metal sheet" at line 4 in 
the claim, there is insufficient antecedent basis for this limitation in the claim. It is 
unclear and indefinite to the relationship between "corresponding metal sheet" and 
"metal sheets" at line 1 or "a first metal sheet and a second metal sheet" at line 3 in 
claim 5 and to whether they are the same, different or which one. Further clarification is 
required to either further differentiate (corresponding metal sheet) or provide proper 
antecedent basis. 

In claim 8, the limitation "one of said lower tension rollers" at lines 2-3 in the 
claim, there is insufficient antecedent basis for this limitation in the claim. It is unclear 
and indefinite to the relationship between "one of said lower tension rollers" and "lower 
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tension rollers" at line 7 in claim 5 and to whether they are the same, different or which 
one. Further clarification is required to either further differentiate (one of said lower 
tension rollers) or provide proper antecedent basis. 

In claim 9, the limitation "one of said lower tension rollers" at lines 1-2 in the 
claim, there is insufficient antecedent basis for this limitation in the claim. It is unclear 
and indefinite to the relationship between "one of said lower tension rollers" and "lower 
tension rollers" at line 7 in claim 5 and to whether they are the same, different or which 
one. Further clarification is required to either further differentiate (one of said lower 
tension rollers) or provide proper antecedent basis. 

In claim 10, the limitation "one of said tension rollers" at lines 1-3 in the claim, 
there is insufficient antecedent basis for this limitation in the claim. It is unclear and 
indefinite to the relationship between "one of said tension rollers" and "tension rollers" at 
line 4 in claim 1 and to whether they are the same, different or which one. Further 
clarification is required to either further differentiate (one of said tension rollers) or 
provide proper antecedent basis. 

In claim 1 1 , the phrase "another one of said tension rollers" at lines 1-2 and the 
same phrase "another one of said tension rollers" at line 2 in the same claim render the 
claim indefinite because examiner does not know which one is another one of said 
tension rollers. 

In general, the claims are replete with such 35 U.S.C. 112, second paragraph 
issues. The above notes are exemplary with respect to all of the 35 U.S.C. 112, second 
paragraph rejections present in the instant case, all claims must be carefully 
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reviewed and appropriate corrections should be made in response to this 
rejection . 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-5 and 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miyamoto et al. (US 7307235 B2) in view of Strum et al. (US 4,872,940) and Locke 
(US 3824368). 

Regarding claims 1-2 and 10, Miyamoto et al. disclose a method for butt welding 
metal sheets (Abstract), preferably strips of metal sheet of differing thickness, the 
method comprising: providing relative motion between a laser beam and metal sheets 
1/2 (fig. 2) along the contact line 1 A/2A (fig. 2) between metal sheets or the weld seam 
to be prepared with tension rollers 3/4 (fig.2) arranged in pairs above 3A/3B (fig. 2) and 
below 4A/4B (fig. 2) metal sheets at spaced location from one another and next to weld 
seam along contact line of metal sheets 1/2(fig. 2) or weld seam to be prepared (col. 10, 
lines 30-59), wherein tension rollers 3/4 (fig.3) include tension rollers 3A/3B (fig. 2) 
arranged above and below metal sheets that are movable in height (see figures 2-1 1 ; 
col. 10, lines 1-20). 
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With respect to claim 3, Miyamoto et al. disclose wherein the height of one of 
tension rollers is changed and the height of another tension roller is fixed during the 
ongoing welding operation (col. 10, lines 49-59). 

With respect to claims 4 and 1 1 , Miyamoto et al. disclose a device for butt 
welding said metal sheets (abstract), preferably metal sheet strips 1/2(fig.2) of differing 
thickness for carrying out the welding method, the device comprising: tension rollers 
arranged in pairs at spaced locations from one another next to said weld seam above 
3A/3B (fig. 2) and below 4A/4B (fig. 2) said metal sheets allowing relative motion 
between said laser beam , and the metal sheets along a contact line1A/2A (fig. 2) 
between the metal sheets to be prepared (col. 10, lines 30-59), and said tension rollers 
arranged above and below said metal sheets that are movable in height (see figures 2- 
11; col. 10, lines 1-20). 

With respect to claims 5 and 9, Miyamoto et al. disclose a method for butt 
welding metal sheets, the method comprising: providing a first metal sheet 1 (fig. 2) and 
a second metal sheet 2 (fig.); providing upper tension rollers 3A/3B (fig. 2) and lower 
tension rollers arranged above and below the metal sheets so as to be movable in 
height (col. 10, lines 1-20); one of said upper tension rollers 3B (fig. 2) and said one of 
said lower tension rollers 4B (fig. 2) defining a first receiving space (see figure 2 for 
space between top and bottom rollers), another one of said upper tension rollers 3A (fig. 
) and another one of said lower tension rollers 4A (fig. ) defining a second receiving 
space (see figure 2 for space between top and bottom rollers), said first receiving space 
being in communication with said second receiving space to define a metal sheet 
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receiving space (col. 10, lines 30-48); feeding said first metal sheet 1 (fig. 2) and said 
second metal sheet 2 (fig. 2) through said metal sheet receiving space such that said 
first metal sheet abuts said second metal sheet (col. 10, lines 1-20); changing a height 
of said one of said lower tension rollers 4B (fig. 2) such that said one of said lower 
tension rollers 4A (fig. 2) alters a dimension of said first receiving space (see figure 2), 
said first receiving space corresponding to a thickness of one of said first metal sheet 1 
(fig. 2) and said second metal sheet 2 (fig. 2), said second receiving space 
corresponding to a thickness of another of said first metal sheet and said second metal 
sheet (abstract; col. 2, lines 7-30; see figures 2-1 1 for receiving spaces of different 
metal sheet thickness; col. 10, lines 1-20); welding said first metal sheet 1 (fig. 2) to said 
second metal sheet 2 (fig. 2) while changing said height of said one of said lower 
tension rollers to form a weld seam, said first metal sheet having a first metal sheet 
thickness in an area of said weld seam, said second metal sheet having a second metal 
sheet thickness in said area of said weld seam, said first metal sheet thickness being 
different from said second metal thickness to define a thickness lump in said area of 
said weld seam (col. 2, lines 7-30; col. 10, lines 1-20). 

Miyamoto et al. disclose all of the limitations of the claimed invention as 
previously set forth, except for a laser beam, and utilizing a laser beam welding 
configuration instead of a resistance welding configuration. 

However, a laser beam is known in the art. Strum et al., for example, teach a 
laser beam 25 (fig. 3). Similarly, Locke further teaches utilizing the method of laser 
beam welding configuration instead of a resistance welding configuration (col. 1, lines 5 
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- col. 2, 1 2). It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify Miyamoto with a laser beam welding of Strum, since as 
evidence by Locke, in order to focus in small holes or area of the workpiece and also 
make a strong joint between workpiece with less grain growth in the metal surrounding 
the well area and no heat treatment of the workpiece is necessary (col. 1 , lines 49 - col. 
2, lines 12 of Locke). 

9. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyamoto et al. (US 7307235 B2) in view of Strum et al. (US 4,872,940), Locke (US 
3824368), as applied to claims 1-5 and 9-11 above, and further in view of Geiermann 
(US 5131581). 

1 1 . Regarding claims 6-8, Miyamoto et al. in view of Strum and Locke disclose all of 
the limitations of the claimed invention, as previously set forth, except for height can be 
adjusted and fixed position below the metal sheet. 

However, height can be adjusted and fixed position below the metal sheet is 
know in the art. Geiermann, for example, teaches height can be adjusted and fixed 
position below the metal sheet (col. 5, lines 48-58; col. 10, lines 58 - col. 11, lines 4). It 
is known in the art that such a configuration provides a flexibly to adjust height from 
either top or bottom of the metal sheet as designed. It would have been obvious to one 
of ordinary skill in the art at the time of invention was made to modify Miyamoto and 
Strum with adjustable in height below the metal sheet of Geiermann in order to provide 
a flexibly to adjust height from either top or bottom of the metal sheet as designed. 
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12. Claims 1 -1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Strum et al. (US 4,872,940) in view of Miyamoto et al. (US 7307235 B2). 

1 3. Regarding claims 1 -3, Strum et al. disclose a method for butt welding metal 
sheets (Abstract), preferably strips of metal sheet or steel sheet billets of differing 
thickness, the method comprising: providing relative motion between a laser beam 25 
(fig. 1) (Abstract) and metal sheets 1/2 (fig. 3) along the contact line between metal 
sheets or the weld seam to be prepared with tension rollers 3/4 (fig . 1 ) arranged in pairs 
above 3 (fig. 1 ) and below 4 (fig. 1 ) metal sheets at spaced location from one another 
and next to weld seam along contact line of metal sheets or weld seam to be prepared 
(col. 1, lines 7-12), wherein tension rollers 3/4 (fig. 1 ) include tension rollers 3 (fig. 1) 
arranged above metal sheets that are movable in height (col. 2, lines 13-28); and 
wherein tension rollers include tension rollers 4 (fig. 1) arranged below metal sheets 
including a tension roller on one side of the weld seam that is adjusted in height (col. 2, 
lines 13-28). 

With respect to claim 2, Strum discloses wherein at least one of said tension 
rollers arranged below said metal sheets is adjusted in height as a function of the 
thickness and/or the necessary height position of corresponding metal sheet (col. 2, 
lines 24-27). 

With respect to claim 3, Strum discloses wherein the height of one of tension 
rollers is changed and the height of another tension roller is fixed during the ongoing 
welding operation (col. 3, lines 25-37). 
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With respect to claim 4, Strum et al. disclose a device for butt welding (Abstract) 
metal sheets, preferably metal sheet strips 1/2 (fig. 3) or steel sheet billets of differing 
thickness for carrying out the welding method, the device comprising: a laser beam 25 
(fig. 3); and tension rollers 3/4 (fig. 1 ) arranged in pairs at spaced locations from one 
another next to weld seam above and below metal sheets allowing relative motion 
between laser beam and the metal sheets 1/2 (fig. 3) along a contact line between the 
metal sheets or a weld seam to be prepared (col. 1 , lines 7-12); and tension rollers 
including tension rollers 3 (fig. 1 ) arranged above metal sheets that are movable in 
height (col. 2, lines 13-28); and including at least one of tension rollers 4 (fig. 1) 
arranged below metal sheets, said at least one of said tension rollers arranged on a 
bearing that is adjustable in height on a vertical guide rail (col. 2, lines 13-28); wherein 
a height of said at least one of said tension rollers 3 (fig. 1 ) is changed during a welding 
operation such that a thickness lump is provided along a length of said weld seam, said 
thickness lump being defined between an upper side of said metal sheets and a lower 
side of said metal sheets (col. 2, lines 13-59; col. 3, lines 21-37). 

Regarding claim 5, Strum et al. disclose a method for butt welding metal sheets 
(Abstract), the method comprising: providing a first metal sheet 1 (fig. 3) and a second 
metal sheet 2 (fig. 3); providing a laser beam 25 (fig. 3) (col. 1, lines 60-61); providing 
upper tension rollers 3 (fig. 1) and supported above the metal sheets so as to be 
movable in height (col. 2, lines 13-18); providing lower tension rollers 4 (fig. 1) arranged 
below the metal sheets with one of lower tension rollers being on one side of the weld 
seam and being adjustably mounted to be adjusted in height (col. 2, lines 13-18). 
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With respect to claims 6 and 9-11, Strum et al. disclose subsequent to step of 
adjusting the height, fixing a height position of one of lower tension rollers adjustably 
mounted on one side of the weld seam for butt welding said first metal sheet 1 (fig. 3) 
and said second metal sheet 2 (fig. 3), wherein another one of said lower tension rollers 
4 (fig. 1) is in a fixed position, said another of said lower tension rollers not moving 
during welding of said first metal sheet and said second metal sheet (col. 3, lines 25- 
37). 

With respect to claim 7, Strum et al. disclose wherein step of adjusting the height 
includes adjusting the height of one of lower tension rollers adjustably mounted on one 
side of the weld seam as a function of the thickness (col. 2, lines 24-28) and/or the 
necessary height position of corresponding metal sheet which one of said lower tension 
rollers adjustably mounted on one side of the weld seam is in contact (col. 3, lines 9-16, 
34-37; col. 4, lines 22-29);. 

With respect to claim 8, Strum et al. disclose and wherein the height of said one 
of lower tension rollers adjustably mounted on one side of the weld seam is adjusted 
while maintaining fixed the height position of another of lower tension rollers (col. 3, 
lines 25-37). 

Strum discloses all of the limitations of the claimed invention as previously set 
forth, except for changing height of one of said lower tension rollers and said first 
receiving space being in communication with said second receiving space to define a 
metal sheet receiving space. 
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However, changing height of one of said lower tension rollers is known the art. It 
is known in the art that such a configuration provides a flexibly to adjust height from 
either top or bottom of the metal sheet as designed. Miyamoto et al. also teaches said 
first receiving space being in communication with said second receiving space to define 
a metal sheet receiving space (col. 10, lines 30-48). Miyamoto further teaches such a 
configuration provides a means for adjusting the rollers up and down at the position 
where the sheet members are inserting into the opening between rollers (col. 10, lines 
1 -20). It would have been obvious to one of ordinary skill in the art at the time of 
invention was made to modify Strum with changing height of one of said lower tension 
rollers and communication between the first receiving space and the second receiving 
space to define a metal sheet receiving space of Strum in order to determine a space 
between the upper and lower tension rollers. 

Response to Amendments/Arguments 

14. Applicant's Amendments/arguments with respect to claims 1 , 4, and 5 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KET D. DANG whose telephone number is (571) 270- 
7827. The examiner can normally be reached on Monday - Friday, 7:30 - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoang Tu can be reached on (571) 272-4780. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/KET D DANG/ 
Examiner, Art Unit 3742 



